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Boar d.

Paper No. 16

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte HERBERT S. COLE, JAMES W ROCSE, ROBERT J. WOJNAROWSKI
and CHARLES W EI CHELBERCER

Appeal No. 93-1883
Application No. 07/759, 691

ON BRI EF

Before KIMLIN, GARRI S and PAK, Adnmi nistrative Patent Judges.

PAK, Adm ni strative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on an appeal fromthe exam ner’s
refusal to allowclainms 2 through 6 and 11 through 13, which

are all of the clains remaining in the application. dains 2,

! Application for patent filed Septenber 6, 1991.
According to the appellants, the application is a continuation
of Application No. 07/559,532, filed July 19, 1990, now
abandoned, which is a continuation of Application No.

07/ 305, 314, filed February 3, 1989, now abandoned.
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4, 11 and 13 have been anended subsequent to the fina
rejection.

The subject natter on appeal is directed to a nmethod for
“fully” testing and burning-in integrated circuit chips before
they are incorporated into a high density interconnect circuit
or other hybrid circuit. This subject matter is adequately
illustrated in independent clains 11 and 13, which are
r epr oduced bel ow

11. A nethod for fully testing and burning-in integrated
circuit chips before incorporating said chips into a high
density interconnect circuit or other hybrid circuit, said
chi ps having a plurality of chip pads thereon, said nethod
conprising the steps of:

tenporarily situating an integrated circuit chip on a
test substrate with said chip pads facing away from said
substrate, said test substrate having a plurality of pins
ext endi ng through an entire thickness of said substrate but
not in a region where said chip is situated, each of said chip
pads being integrally connected to a tenporary buffer pad,
respectively, so as to provide an electrically conductive path
t her ebet ween;

tenporarily electrically connecting said chip pads wth
predet erm ned ones of said pins at |ocations where said
predeterm ned pins energe fromsaid test substrate by
providing wres to electrically connect said predeterm ned
pins to said tenporary buffer pads, each of said wires being
bonded at a first end to a respective one of said
predet erm ned pins and bei ng bonded at a second end to a
respective one of said tenporary buffer pads;

testing and burning-in said integrated circuit chip; and
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retrieving said integrated circuit chip fromsaid test
substrate for subsequent incorporation into a high density
I nterconnect circuit or other hybrid circuit unless said chip
is not fully operative.

13. A nethod for fully testing and burning-in integrated
circuit chips before incorporating said chips into a high
density interconnect circuit or other hybrid circuit, said
chips having a plurality of chip pads thereon and bei ng coated
with an insulative |ayer, each of said chip pads being
electrically
connected to a tenporary buffer pad, respectively, through a
netal -filled via, respectively, said nmethod conprising the
steps of:

tenporarily situating an integrated circuit chip on a
test substrate with said chip pads facing away from said
substrate, said test substrate having a plurality of pins
extendi ng through an entire thickness of said substrate but
not in a region where said chip is situated;

tenporarily electrically connecting said chip pads with
predeterm ned ones of said pins at |ocations where said
predeterm ned pins energe fromsaid test substrate by
providing wires to electrically connect said predeterm ned
pins to said tenporary buffer pads, each of said wres being
bonded at a first end to a respective one of said
predet erm ned pins and bei ng bonded at a second end to a
respective one of said tenporary buffer pads, each of said
tenporary buffer pads, respectively, being offset relative to
each of said chip pads, respectively, connected thereto
through a respective netal -filled via;

testing and burning-in said integrated circuit chip: and
retrieving said integrated circuit chip fromsaid test
substrate for subsequent incorporation into a high density
i nterconnect circuit or other hybrid circuit unless said chip
is not fully operative.

As evi dence of obvi ousness, the exam ner relies on the
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followi ng prior art:

Ei chel berger et al. (Eichel berger *122) 4,884, 122 Nov. 28,
1989

(filed Aug. 05, 1988)
Jones, Il et al. (Jones) 4,861, 944 Aug.
29, 1989

(filed Dec. 09, 1987)
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Ei chel berger et al. (Eichel berger ‘695) 4,783, 695 Nov.
08, 1988

(filed Sep. 26, 1986)
Chi hara et al. (Chihara) 4,745, 018 May
17, 1988

(filed Sep. 08, 1987)
Vérth 0 233 755 Aug. 26,
1987

(Publ i shed European Patent Application)

Bry et al., (Bry) 1 BM Technical D sclosure Bulletin,“Reusable
Chi p Test Package,” Vol. 22, No. 4, pp. 1476 and 1477,
(Sept enber 1979) (hereinafter referred to as “Bry”).

Appel lants’ admtted prior art as seen fromthe specification
at page 2, line 24 to page 3, line 5; page 4, line 15 to page
5 line 12; page 10, lines 14 to 17; page 15, lines 25-29; and
page 16, lines 7 to 16 (hereinafter referred to as
“appellants’ admtted prior art”).

The appeal ed clains stand rejected under 35 U. S.C. § 103
as foll ows:

(1) dains 2, 4 and 11 through 13 as unpatentabl e over
Bry in conbination with Eichel berger ‘122 further taken wth
ei ther Jones or appellants’ admitted prior art;

(2) daim3 as unpatentable over Bry in conbination with
Ei chel berger ‘122 further taken with either Jones or
appel lants’ admtted prior art as applied to clains 2, 4 and

11 through 13 above, and further in view of either Chihara or

Werth; and
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(3) dains 4 through 6 as unpatentable over Bry in

conbi nation with Eichel berger ‘122 further taken with either
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Jones or appellants’ admtted prior art as applied to clains
2,

4 and 11 through 13 above, and further in view of Eichel berger
* 695.

Havi ng careful ly considered all of the arguments advanced
by appel |l ants and the exam ner in support of their respective
positions, it is our conclusion that the above-noted
rejections are not sustainable for essentially those reasons
set forth at pages 17- 22 of the Brief and pages 4-7 of the
Reply Brief. Absent the appellants’ own disclosure, we can
think of no reason why one of ordinary skill in this art would
have been notivated to conbine the diverse teachings of Bry,

Ei chel berger ‘122, Jones, Eichel berger ‘695, Chihara, Wrth
and appellants’ admtted prior art as the exam ner has
proposed. As indicated by appellants, we find no suggestion
or notivation to nodify the testing device enployed in the
testing nethod of Bry to arrive at the clainmed method i nasmuch
as Bry, Eichel berger ‘122 and Jones, for exanple, are directed
to materially different testing nethods which enpl oy
conpletely disparate types of testing devices (different
structures) to pronote different purposes. It is well settled
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that it is the teachings of the prior art taken as a whole
whi ch nust provide the notivation or suggestion to conbine the

prior art references. See Uniroyal, Inc. v. Rudkin-WIey

Corp., 837 F.2d 1044, 1051, 5 USPRd 1434, 1438 (Fed. Cir

1988) and lnterconnect Planning Corp. v. Feil, 774 F.2d 1132,

1143, 227 USPQ 543, 550-51 (Fed. Cir. 1985). The exam ner
cannot pick and choose fromany one reference only so nuch of
it as will support a given position, to the exclusion of other
parts necessary to the full appreciation of what such

ref erence woul d have fairly suggested to one of ordinary skill

in the art. See Bausch & Lonb, Inc., v. Barnes-

Hi nd/ Hydrocurve Inc., 796 F.2d 443, 448, 230 USPQ 416, 419

(Fed. Cir. 1986), cert. denied, 484 U S. 823 (1987); ln re

Kamm 452 F.2d 1052, 1057, 172 USPQ 298, 301-02 (CCPA 1972).
As the court in Uniroyal, 837 F.2d at 1051, 5 USPQRd at 1438
stated "it is inpermssible to use the clains as a frane and
the prior art references as a npbsaic to piece together a

facsimle of the clained invention."”™ Accordingly, we concl ude
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that the exam ner has not net his burden of presenting a prinm

facie case of obviousness.? See In re R jckaert, 9 F.3d 1531,

2 Havi ng concl uded that the exam ner has not established a
prima facie case of obviousness, we will not assess the
sufficiency of the Rule 131 declarations of record referred to
by appellants. However, we observe that these Rule 131
decl arati ons have not been executed by all of the listed
inventors in this application. See MP.E.P. 8 715.04 (Rev. 3,
July 1997); 37 CFR
8§ 1.131(a)(1).
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1532, 28 USPQRd 1955, 1956 (Fed. Cir. 1993); ln re Cetiker,

977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed. G r. 1992).
In view of the foregoing, we reverse the exam ner’s
decision rejecting clains 2 through 6 and 11 through 13 under
35 U S . C

§ 103.

REVERSED

CHUNG K. PAK
Adm ni strative Patent Judge

EDWARD C. KI M.IN )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
BRADLEY R GARRI S ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)
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General Electric Conpany

CRD Pat ent Docket RM 4A59

P. O Box 8, Bldg. K-1-Sal anone
Schenectady, NY 12301
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CPK/jrg
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